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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. ‘To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 
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Brown Buckram 
Digest, vols. 1-14, inc. (either binding) 


Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Dicesrt. 
Transportation extra. 
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Publication Office, 187-189 College St., Burlington, Vt. 
Editorial Office, 32 Nassau Street, New York City. 
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Joun H. Woopsury, Inc. v. Witt1am A. Woopsury Corr., Wi1- 
L1AM A. Woopsury Sates Co., Inc., ARKovy Cosmetic Corp. 
formerly Witt1am A. Woopsury Co., INc., DermMay 
Perrumers; Inc., J. T. Rospertson Co., Inc. 


and Reeat Lasoraroriegs, Inc. 
United States District Court, Southern District of New York 


January 31, 1938 


Trapve-Mark INFRINGEMENT—“WoopBURY”—V ALIDITY OF REGISTRATION. 

It is well settled that the mere name of an individual cannot become 
a valid trade-mark, nor can registration give even a prima facie title 
to its use. Where, therefore, plaintiff and its predecessors made no use 
of the bare name “Woodbury” as a trade-mark for toilet goods, except 
in conjunction with the device of a neckless head and the public never 
asked for the goods by the mere name, held that plaintiff’s real mark 
was the neckless head and not the name. 

TrapE-Mark INFRINGEMENT “WoopsuryY oN TorLter Goops”—SEcOoNDARY 
Meaninc—Res ApJupicara. 

An earlier decision in a suit between the parties adjudging plaintiff 
guilty of unfair competition in the use of the name “Woodbury” on 
toilet goods held not res adjudicata in the instant case, inasmuch as the 
labels, packages, and sales methods now employed by plaintiff differ 
widely from those used by it at the time of the former decision. 

Unrar Competition—Decertive ADvERTISING—INTENT. 

Proof of actual fradulent intent is not required where the necessary 
tendency of defendant’s conduct is to deceive the public and pass off 
his goods, as those of plaintiff. The use, therefore, by defendants of 
advertising tending to identify their product with the “Woodbury” 
products of the plaintiff held unfair competition. 

Unrarr Competirion—-Surrs—P arties—LiaBi.ity. 

A manufacturer who furnishes a dealer with the means of creative 
confusion in the public mind is guilty of unfair competition, although 
he did not actively participate in the dealer’s fraud, likewise, the dealer 
and the manufacturer of the infringing goods held joint tortfeasors. 

Unratrr Competition—Svuitrs—Insunction—Form or Decree. 

Defendants were enjoined from selling and offering for sale toilet 
preparations using the name “Woodbury” in any form unless there be 
shown in proximity therewith the words: “Not connected with John 
H. Woodbury, Inc., nor the former Jergens Company, makers of ‘Wood- 
bury’s Facial Soap’ and other toilet preparations, sold under the name 
‘Woodbury’s’ or ‘Woodbury.’ ” 


Edward S,. Rogers and John C. Pemberton (Edward S. Rogers, 
John C. Pemberton and Clifton Cooper, of counsel), all of 
New York City, for plaintiff. 
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Isaac Reiss (A. J. Weglein, Isaac Reiss and Elliot Paley, of 
counsel), all of New York City, for defendant. 


Knox, D. J.: John H. Woodbury, Inc., nationally advertised 
distributor of “Woodbury’s Facial Soap,” here seeks an injunction 
against the use of the name “Woodbury,” in connection with toilet 
goods manufactured and retailed by the defendants. The suit is 
predicated upon defendants’ alleged unfair competition and trade- 
mark infringement. Plaintiff bases its exclusive right to the sur- 
name Woodbury on three distinct series of transfers extending back 
to 1901. 

In that year, John H. Woodbury and the John H. Woodbury 
Dermatological Institute sold to the Jergens Company, a predeces- 
sor in interest of the plaintiff, all the rights in the neckless head 
trade-mark, which identified John H. Woodbury’s Facial Soap, and 


in the name “Woodbury,” in connection with the manufacture and 


sale of eight specified toilet articles, including the well-known 


soap. (For a more extended account of this transaction, see Andrew 
Jergens Co. v. Bonded Products Co., 21 F. [2d] 419) [17 T.-M. 
Rep. 363].) The rights, acquired by the Jergens Company, through 
mesne assignments, are now vested in the plaintiff. 

Following this contract of 1901, John H. Woodbury left the 
Institute and engaged in the manufacture of soap, under his own 
name, and by means of a company known as The Woodbury-McGrath 
Company. In 1907, the Jergens Company brought suit in the New 
York State Courts to enjoin this competition, and prevailed. 
(Andrew Jergens Co. v. John H. Woodbury, 56 Misc. 404, 128 A. D. 
924, modified 197 N. Y. 66; reargument denied, id. 1,109.) After 
this setback, and within the limits of the decision of the Court of 
Appeals, the John H. Woodbury Company of New York was or- 
ganized by John H. Woodbury and Peyton R. McCargo, for the 
purpose of carrying on business in toilet goods, other than facial 
soap. 

In 1909, John H. Woodbury died, and the residual rights to use 
his name were transferred to the corporation bearing his name by 
his duly appointed administrators. In 1925, McCargo acquired 
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the stock of the John H. Woodbury Company, subsequently selling 
it by means of two separate transfers, dated October 3, 1925 and 
November 15, 1928, to Benjamin H. Freedman. The stock acquired 
under the first of these transfers, Freedman assigned to “John H. 
Woodbury and John H. Woodbury Laboratories, Inc.,’’ which he 
had lately incorporated and controlled. These laboratories con- 
tinued and developed the business of the former John H. Woodbury 
Company until 1929, at which time the Jergens interests and then 
the plaintiff acquired its rights. 

William A. Woodbury, whose name is borne by two of the de- 
fendant companies, was a cousin of John H. Woodbury. From 
1899 to 1905, he worked in the Dermatological Institute, apparently 
in the capacity of a “general manager, with more or less supervi- 
sion over all the departments . .. ., but in charge particularly of 
its advertising.” (Cf., Andrew Jergens Co. v. Woodbury, 273 Fed. 
952, 963 [11 T.-M. Rep. 228].) In 1905, he started his own busi- 
ness and formed the Woodbury Company of New York to which 
the Dermatological Institute assigned all its rights in the neckless 
head trade-mark not previously granted, but reserving to itself a 
concurrent use of the mark as long as it remained in business. Fol- 
lowing the bankruptcy of the Institute in 1908, William A Wood- 
bury began the publication of a series of lessons, books and pam- 
phlets on beauty culture. These activities from 1918 to 1921 were 
conducted by Woodbury System, Inc. At the same time, due to the 
demand of his readers for toilet preparations bearing his name, the 
Woodbury Company of New York promoted the manufacture and 
sale of products which he, from time to time, either by himself or 
through others, prepared and compounded. The business done, how- 
ever, seems not to have been of extensive proportions. 

About 1917, it is claimed, this latter phase of the business became 
increasingly important, and three corporations were chartered to 
further its growth, viz., Woodbury, Inc., William A. Woodbury 
Distributors, Inc. and The Woodbury Dermatological Institute, 
Inc. William A. Woodbury owned stock in these corporations, 
generally with the understanding that it was given him for the use 
of his name. The mere fact that he did not receive cash for such 
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use is of no moment. So far as I am able to interpret the testimony, 
my thought is that the greatest contribution which William A. Wood- 
bury made to any one of the corporations with which he was iden- 
tified subsequent to his connection with John H. Woodbury and the 
Institute was the use of his name. The fact that he was given cor- 
porate stock, rather than cash, would indicate that the persons in 
control of such corporations were unwilling to give him something of 
recognizable tangibility until the use of his name had resulted in 
profit to the companies which were capitalizing it. 

In June, 1919, the Andrew Jergens Company of Ohio brought 
suit in Delaware to enjoin Woodbury, Inc., Woodbury System, Inc., 
and Woodbury Distributors, Inc. from infringing trade-mark rights 
derived in 1901 from the Institute. The court held that Jergens’ 
right to the trade-mark and name “Woodbury” in conjunction 
therewith, acquired in 1901, was absolute only with respect to the 
eight articles specified, and that William A. Woodbury, having built 
up a toilet goods business, was entitled to use his name in that 


business, and that this right could be conferred upon a corporation, 


so long as the packaging of articles analogous to the eight previ- 


ously singled out, was not so similar as to “deceive and mislead the 
public to believe that they are identical with those named in the 
contract” of 1901. Although confusion existed, since it was found 
not to “arise from any wrongful act of the defendants” the bill was 
dismissed (Andrew Jergens Co. v. Woodbury, Inc., supra, affirmed 
without opinion 279 Fed. 1,016). 

The claim of defendants is that this decision should rule the 
result of the action at bar. It must be noted, however, that that 
determination turned upon the trade-mark rights under the con- 
tract of 1901, and not upon any question of secondary significance 
in the surname. Such, at least, was the finding of Judge Inch, in 
the subsequent Bonded Products case, and I concur in it. 

On May 29, 1918, and shortly before the institution of the 
Delaware suit, William A. Woodbury and the Woodbury Company 
of New York transferred to Roswell F. Easton an exclusive right 
and privilege to sell or dispose of the commodities and formulae set 
forth in such license, excepting therefrom, however, commodities 
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controlled by the Andrew Jergens Company, and which were cov- 
ered by the contract of 1901. The right and privilege so conveyed 
was to be in force for 999 years. One of the provisions was that 
Easton should have the right to use the name “William A. Wood- 
bury,” or “Woodbury,” and the neckless head trade-mark, upon all 


toilet articles covered by the agreement. 


On June 5, 1918, Easton, through an endorsement upon the 


original agreement, transferred his right, title and interest therein 
to William A. Woodbury Distributors, Inc. in which Woodbury had 
one share of stock. When Easton was served with process in the 
Delaware suit, he handed the papers to Woodbury, telling him to 
take care of them. 

Thereupon, Easton appears to have abandoned the distributors, 
which it may be added, had paid no royalties, excepting those due 
for the first quarter year of the arrangement, to either William A. 
Woodbury, or the Woodbury Company. Shortly after Easton’s de- 
sertion of the distributors, William A. Woodbury, at least such is 
his testimony, sent a registered letter to Easton wherein he under- 
took to cancel the license previously granted by the distributors 
upon the ground that it was in default in making payments under 
the agreement. In 1921, the distributors corporation was dis- 
solved for non-payment of taxes. ‘The succeeding year, a similar 
fate overtook Woodbury, Inc. The Woodbury Company of New 
for the first quarter-year of the arrangement, to either William A. 
Woodbury attended its meetings, being reelected a director, as well 
as treasurer, on September 13, 1921, and again a director on January 
9, 1922. The business as a whole, however, was left to C. Palmer 
Woodbury and Edward D. Chaplin. 

Following the evil days which came to the distributors, William 
A. Woodbury began to reorganize the toilet goods line for his own 
account and thereafter, with the possible exception of handling a few 
orders for a particular lotion, did not use the Woodbury Company in 
the exploitation of his products. As Mr. Woodbury admits, he is 
not much of a salesman, and it was not long before goods bearing 
his name came to be marketed by the Bonded Products Corporation. 
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Towards the end of the year 1925, the Jergens Company brought 
suit against that organization charging unfair competition. In the 
main, plaintiff based its case upon the rights which had come to it 
in 1901 from the original Institute. Neither William A. Wood- 
bury nor any corporation bearing his name was a party defendant 
in that action. Statement should also be made that the court made 
no adjudication as respects the agreements that had previously been 
made with Easton and William A. Woodbury Distributors, Inc. 
Furthermore, nothing was decided concerning the devolution of 
rights thereunder as a result of Woodbury’s cancellation of the lease 
to Easton. In due course, Bonded Products Corporation was 


restrained from selling soap in such manner as would constitute a 


representation that its products were in any way connected with the 
original ‘““Woodbury’s Facial Soap.’”’ The decree also required a 


statement that the original facial soap was being manufactured by 


the Andrew Jergens Company (Andrew Jergens Company v. Bonded 
Products Corporation, 13 F. [2d] 417 [17 T.-M. Rep. 363], modi- 
fied 21 F. [2d] 419; certiorari denied, 275 U. S. 572). 

During the progress of this litigation, and upon October 3, 1925, 
Benjamin H. Freedman purchased the stock of the Woodbury Com- 
pany and William A. Woodbury Distributors, Inc. and finally, on or 
about November 29, 1929, all of the outstanding stock of these 
companies, or at least control thereof, came into the ownership of 
the Andrew Jergens Company. On January 5, 1926, the Woodbury 
Company of New York assigned to “John H. Woodbury and The 
John H. Woodbury Laboratories, Inc.” all rights which it had de- 
rived from the Institute in 1905. It seems to me that this transfer 
included all rights and good-will which had attached to the surname 
“Woodbury” or “Woodbury’s.” These rights I think, are now 
vested in plaintiff. 

The adverse effect of the decision in the case of Bonded Products 
Corporation made it difficult for William A. Woodbury to carry on 
business. Toward the end of 1926, and pending an appeal from the 
decree of the lower court, Woodbury succeeded in enlisting the aid 
of Edward L. Stasse, a long time friend, who was Deputy Surrogate 
of Essex County, N. J. Judge Stasse proceeded to interest some 
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of his friends in the proposal of Woodbury, with the result that The 
Woodbury Company of New Jersey came into existence. In the 
course of its existence, the backers of the enterprise contributed 
$100,000 to its treasury. This organization, with which Woodbury 
was concerned, and to which he gave his formulae and advice, un- 
dertook to carry on the toilet goods business on rather a large scale. 
The effort continued until about 1930 when, unable longer to with- 
stand competitive conditions created by older, larger and wealthier 
concerns, the company ceased to operate. 

At this juncture, attention should be called to the fact that when 
Benjamin H. Freedman attempted the acquisition of rights to the 
use of the Woodbury names he sought to buy such rights therein as 
might be possessed by William A. Woodbury. In connection there- 
with, he approached Judge Stasse and negotiated with him. Matters 
proceeded so far that a tentative agreement was drawn whereby 
Woodbury was to receive substantial compensation. The suggested 
arrangement was not consummated, and Woodbury continued with 
The Woodbury Company of New Jersey. 

After The Woodbury Company of New Jersey ceased to do 
business, toilet goods bearing the name of William A. Woodbury 
came to be handled by William A. Woodbury Corp. and William A. 
Woodbury Sales Co., Inc., defendants herein, the other defendants, 
through manufacture or sale, contributing thereto. 

Following plaintiff's acquisition of such rights in the Woodbury 
name as finally came to it, an expensive and widespread advertising 
campaign, designed to bring plaintiff’s preparations before the public, 
was launched. In addition to the use of magazines and newspapers, 


plaintiff resorted to frequent radio broadcasts wherein it purchased 


the assistance of persons well known to and popular with many 


listeners of the broadcasting companies. Plaintiff, in addition, added 
about fifteen new products to its line of toilet goods. Over the years 
1930 to 1936, $2,682,410 were spent in advertising facial creams, 
powders and like preparations, and $3,910,120 were expended for 
soap, whereas prior to 1930 the sales and advertising were confined 
almost entirely to the soap. General sales in the same period had 


risen from $2,389,507 to $7,447,547 vearly. Of this increase only 
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$1,508,117 were attributable to soap. In this growth the plaintiff 
company has obviously been annoyed, if not greatly hampered, in 
its expanded field, by the activities of William A. Woodbury and the 
defendant corporations. The present claim of plaintiff is that the 
name “Woodbury” on toilet goods has come to connote its products, 
and not those of the defendants, and that in any event it now pos- 
sesses all rights in the surname. 

In addition to the asserted unfair competition on the part of 
defendants, plaintiff complains of their infringement of trade-marks 
Numbers 101612, 112426 and 305546. Defendants set up no con- 
flicting registered trade-marks. Nor can they assert priority in the 
use of the name “Woodbury.” ‘The record shows that if any 
significance were to be attached to the mere surname as a valid 
technical trade-mark (and, as will presently be seen, this cannot be 
done ), John H. Woodbury preceded his cousin in the field of soap 
and of at least certain toilet goods by a quarter of a century. We 
turn, therefore, to the validity of plaintiff’s marks. 

Two of plaintiff's marks (Register Numbers 101612 and 305546) 
consist simply of the name ““Woodbury’s”’ printed in a peculiar man- 
ner. They fall within the exceptions to the third proviso of 15 
U.S.C. A., Section 85(b) and were properly registered. It is well 


established, however, that the mere name of an individual cannot 


become a valid technical trade-mark, and plaintiff, merely by the 


registration of the name, could not obtain even a prima facie title 
to its use, as such, as a trade-mark or trade-name. Charles Broad- 
way Rouss, Inc. v. Winchester Company, 300 Fed. 706, 712 [14 
T.-M. Rep. 159], Derenberg, T’'rade-Mark Protection and Unfair 
Trading (1936), pp. 278-292. 

Nor can it be said that “Woodbury” is a valid trade-mark within 
the purview of the ten-year proviso of the statute, because from 1895 
to 1905 the Institute never once used that surname singly, and 
except in conjunction with the neckless head. While the name has 
been used in connection with toilet goods ever since the date of its 
first use by John H. Woodbury, there is no evidence in this case that 
prior to 1905 the public ever asked for these toilet goods by the mere 


surname of the manufacturer, as is done today. The specification 
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of John H. Woodbury, accompanying the first registration, and which 
declared that he advanced no claim as to the name without the neck- 
less head, indicates that at that time the head, and not the name, 
was the essential characteristic of the trade-mark. 

Plaintiff's third mark (Register Number 112,426), uses the sur- 
name together with the neckless head of John H. Woodbury. No 
claim is here made that the neckless head has been used either by 
William A. Woodbury or by any of the defendants. As to the neck- 
less head portion of the mark, there can be no infringement. 

The cause of action in relation to the registered name “Wood- 
bury,” therefore, must rest entirely on proof of secondary signifi- 
cance. The name, being registered under the provisions of the Fed- 
eral statute, this court, in any event, has jurisdiction of the case, 
regardless of diversity of citizenship. Thaddeus Davids Company 
v. Davids, 233 U.S. 461, 471 [4 T.-M. Rep. 175]; Nims, Unfair 
Competition and Trade-Marks, 3rd ed. (1929), Section 206. This, 
however, may be passed, in that diversity of citizenship exists be- 
tween plaintiff and the defendants. 

On the issue of unfair competition, defendants claim, as previ- 


ously stated, that the matter before this court has already been de- 


cided in the Delaware case, and that that decision is res adjudicata 


here. In this, defendants are in error. The same contention was 
advanced before the Circuit Court of Appeals in the Bonded 
Products case and rejected in the following pungent language: 

Even if it were conceded that the case held that what Woodbury was 
then doing was not calculated to deceive the public into supposing that he 
was Selling plaintiff's facial soap, it is difficult to see how that could be 
conclusive of the issue whether what he is now doing is so calculated to de- 
ceive. It has been frequently said that in controversies of this character, 
each case must, in a measure, be a law unto itself... . (Italics mine) p. 423. 

The labels, pamphlets and packages, the method of selling, the 
products themselves, differ completely from the methods employed 
by William A. Woodbury in 1921 when the Delaware litigation arose. 
Furthermore, plaintiff's case rests in large part on the secondary 
significance which its products have acquired since the purchase of 
the rights of the laboratories in 1922. The issues raised by the 


present pleadings, therefore, must be considered anew. Here, as in 
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the Bonded Products case, “‘it is still open, upon proof of facts for 


a court of equity to ascertain whether or not a Woodbury, by him- 


self or through another, is deceiving the public into thinking” that 
his products are plaintiff’s or a new brand thereof. 

The testimony and exhibits reveal that the packages of the com- 
peting companies are quite dissimilar. The essence of the complaint 
is that defendants’ goods have been manufactured and sold under 
the name “Woodbury’s,” to which appellation plaintiff claims an 
exclusive privilege and right of exploitation. Such confusion, to 
some extent, has been occasioned by plaintiff itself. Through the 
expansion of ‘its line of products, and the widespread advertising 
thereof, the name ‘““Woodbury’s” has been made familiar to untold 
thousands of persons, and it has thus encroached, as it was right- 
fully privileged to do, upon the preserves wherein William A. 
Woodbury, for many years, has feebly, but continuously, sought a 
livelihood. 

During this period, neither he nor his associates, have been eager 
to avoid such benefit as might accrue to them as a result of public 
belief that their products emanated from the successor to the John 
H. Woodbury fame and good-will. While, in these cases, the de- 
fendants have nowhere affirmatively represented themselves to be 
connected with the original Institute, or the makers of ‘““Wood- 
bury’s Facial Soap,” they have been far from careful in seeing to 
it that such was not the impression made upon the public. 

On certain of defendants’ packages, the following appears: 

.... The result of deep research by William A. Woodbury, author of 
the following textbooks: “Care of the Face,” “Care of the Hands,” and 
“Care of the Hair and Scalp.” 
and on some of the leaflets used by department stores in 1934, in 
connection with goods made by the defendant, William A. Wood- 
bury is styled as a “dermatologist” and “The Father of Beauty Cul- 
ture.” As to the ethics of such designations, the words of Judge 
Inch in the Bonded Products case are relevant: 


I suppose anyone can call himself a “famous author” or “dermatologist,” 
although a greater portion of his time he has been engaged in advertising. 
It is likewise natural perhaps to hold in high regard, and keep same before 
the public, a cousin who had become famous as a soap seller; but if the 
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result is that “the public” confused the cousins and confused the “derma- 
tologists,;’ there would seem to be a necessity for a plain statement of “who 
is who” so that there can be no confusion whatever in a purchaser's mind, as 
to the source of soap now offered him. (Italics mine) p. 425. 

Shortly before this suit was brought, circulars, identified by 
Picard, vice-president of the defendant Sales Company, and which 
he authorized, were distributed, in which assertion was made that 
defendants had a perfect right to the use of the name “Woodbury” 
in the sale of toilet goods and cases were cited in support of this 
belief. The Bonded Products’ decision, however, the most recent 
and authoritative decision on the question, was omitted. This, 
clearly, was unjustifiable. 


The evidence further reveals that confusion in the public mind 


has been created by the activities of the “pitchmen”’ and other per- 


sons who have engaged in the distribution of defendants’ goods. 
Responsibility for these acts is disclaimed on the ground that they 
could not be controlled. Picard, however, admitted the issuance of a 
circular which left the style of advertising defendants’ goods to the 
sole discretion of the advertiser. In effect, this was an authorization 
to act as they foreseeably might do and actually did, viz., identify 
defendants’ products, as having origin with the plaintiff. Pursuant 
to this circular, many advertisements appeared throughout the coun- 
try, emphasizing the surname without the qualifying words “‘Wil- 
liam A.” Defendants point to numerous letters which they there- 
upon sent out requesting that the full name, William A. Woodbury, 
at all times be used in advertising matter. But it cannot be denied 
that considerable confusion between plaintiff's and defendants’ goods 
was created. Confronted with these facts, defendants fall back on 
the dicta of Judge Morris in the Delaware litigation, and would have 
this court hold that “confusion” in the use of a surname is permis- 
sible, as long as it is not accompanied by wilful “deception.”” What- 
ever may have been the law in a more individualistic era, it is now 
well settled in this circuit that proof of actual fraudulent intent is 
not required, “where the necessary and probable tendency of de- 
fendant’s conduct is to deceive the public and pass off his goods as 


and for those of the plaintiff... Coty, Inc. v. Parfums de Grand 
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Luxe, 298 Fed. 865, 870 [14 T.-M. Rep. 185]; Charles Broadway 
Rouss, Inc. v. Winchester Company, supra; Derenberg, op. cit., pp. 


734-741; Nims, op. cit., Section 351. The fact that a properly regis- 
tered name may have the protection of a statute removes any possi- 
ble doubt in the matter. Cf., Thaddeus Davids Company v. Davids, 
supra. 

Regardless of whether or not defendants actually intended to 
deceive, the law declares that a manufacturer who furnishes a dealer 
with the means of creating confusion in the public mind, is guilty of 
unfair competition, although he did not actively participate in the 
dealer’s fraud. Cf., Warner & Company v. Eli Lilly §& Company, 
265 U.S. 526, 530 [14 T.-M. Rep. 247], and cases there cited 

Confusion being established beyond all doubt, should the injunc- 
tion be qualified or absolute? 

Plaintiff contends that, after William A. Woodbury authorized 
the use of his surname to Easton, without reserving the rights of 
revocation of such authority, and since these rights were assigned to 
the distributors and no retransfer of these rights occurred, William 
A. Woodbury lost forever the right to use his name in the trade. To 
this conclusion, I cannot give assent. While the license in question 
contemplated relations of long duration between the Woodbury 
Company and Easton’s corporation, the distributors, a reasonable 
construction of its terms requires that there be read into them the 
qualification that the authority would terminate as and when the 
licensee should default upon the provisions of the license to which 
he was obligated. 

There is credible testimony in the record to show that Easton 
failed to make royalty payments as stipulated in the agreement, 
whereupon William A. Woodbury sent him and the distributors a 
letter stating that the contract was at an end. The rights thereby 
reverted to the lessors. For aught that appears, William A. Wood- 
bury never sold or assigned to the Woodbury Company of New York 
the right to use his name in connection with its business. It would 
seem, therefore, that William A. Woodbury became the recipient of 
the reversion as to those rights and that the Woodbury Company, 


on its part, received back from Easton and his company the rights in 
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the neckless head trade-mark, in particular, those originally derived 
from the Institute by the contract of 1905. After the dissolution of 
the distributors in 1921, its stock was bought up by Freedman, but 
its rights under the 1918 license were not thereby acquired. By the 
contract of 1926, between the Woodbury Company and the labora- 
tories, the latter obtained all the rights to the trade-mark, but not all 
of those which inhered in the name. It follows that the trade-mark 
rights acquired by the laboratories passed along to the Andrew 
Jergens Company in 1929. 

If it be, as I think is true, that William A. Woodbury, when he 
made his agreement with Easton, did not forfeit the right to use his 
name in the toilet goods business to any greater extent than did 
John H. Woodbury when he granted the use of his name to the 
original institute, the test of what should here take place may be 
found in the decision of The New York Court of Appeals in Andrew 
Jergens Company v. John H. Woodbury, supra. The court, speak- 
ing of the contract of 1901, said: 


It leaves the defendants entitled to use that name as applied to any 
other articles which they manufacture and sell except such as so resemble 
the article specified in the contract that they are calculated to deceive or 
mislead the public that they are identical with those named in the contract. 
(Italics mine) pp. 67-68. 

The line of toilet goods put out by the present defendants is far 
from identical with that of William A. Woodbury Distributors, Inc. 

The situation that has here developed may be said to have been 
anticipated by Judge Inch in his opinion in the case of Bonded 


Products Corporation. He there stated that a plaintiff should not 


be allowed “by force or expenditures of great sums of money, in an 


effort to emphasize the single word ‘Woodbury’ to enlarge its rights 
in the name beyond that allowed by the courts.’”’ In other words, the 
law should be exceedingly circumspect that it does not lend its aid 
in the oppression of small businesses by wealthy and powerful com- 
petitors. 

While I am of opinion that plaintiff is entitled to relief which 
shall be comprehensive, it should not receive a restraining order of 


the plenary character that is sought. Although there is some reason 
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to believe that William A. Woodbury, as was done in Hat Corpora- 
tion of America v. D. L. Davis Corporation, 4 Fed. Supp. 613 [23 
T.-M. Rep. 311], and De Nobile Cigar Co. v. Nobile Cigar Co., 58 
F. (2d) 324 [22 T.-M. Rep. 136], is lending his name to corporate 


structures in order that they may engage in unfair competition with 
the present plaintiff, [.am disposed to acquit the defendants of a 
wholly fraudulent intention. Admission must be made that the 
formation of so many corporations bearing the name of William A. 
Woodbury, and none of which, with one or two exceptions, seems to 
have been of much substance, together with his receipt of stock 
holdings therein, in return for comparatively little affirmative assis- 
tance from him, are highly suspicious circumstances. At the same 
time, it is a fact which cannot be gainsaid that, in one way or another, 
William A. Woodbury has been connected with dermatological ac- 
tivities for upwards of thirty years. As a writer upon beauty cul- 
ture, he has made some contribution to that subject matter, and of 
as good quality, I dare say, as the product of some others who essay 
to give advice in the way of improving the appearance of human- 
kind. It is true, I have no doubt, that many persons who read his 
writings became purchasers of his products and gave him their good- 
will. In the light of these facts, I see no reason why, if the com- 
panies bearing his name, together with the other defendants, be cir- 
cumscribed in their activities so as to avoid practices of unfair com- 
petition, they should not be permitted to capitalize upon whatever 
prestige and good-will have attached themselves to William A. 
Woodbury. 

Defendants seek to defeat the issuance of even a qualified in- 
junction on the ground that plaintiff’s predecessors in interest, the 
John H. Woodbury Co. of New York and the Woodbury Company 
of New York, were well aware that William A. Woodbury engaged 
in business after the Bonded Products decision, and that in 1927 the 
laboratories, acting through Freedman, offered him a large sum of 
money for the rights to use his name, which offer was refused. 
This indicates the extremes to which Freedman and his company 
went at this time to buy all remaining rights in the surname. But 


what was done in these respects can hardly operate as an estoppel 
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against the present plaintiff, except as to rights derived from the 
laboratories in 1929. It is in no way inconsistent with the belief 
that William A. Woodbury could not use his name so as to deceive 
and mislead. In view of the fact that Woodbury was not a defendant 


in the Bonded Products case, avoidance of further litigation which 


would be needed to secure a decree preventative of confusion binding 


upon him individually was desirable. Business prudence may thus 
have prompted an offer wholly disproportionate with the value of 
these rights as they appear today with a revelation of all the facts. 

The length of this opinion has been necessitated not so much by 
the complexity of the past transactions, as by a desire to formulate 
a clear standard of conduct whereby William A. Woodbury, and his 
privies or successors, both individual and corporate, should in the 
future be guided. It is no doubt unfortunate that here, no more than 
in the Bonded Products case, a decree cannot be secured which will 
bind William A. Woodbury personally. If so, the fault is not with 
the court, but with plaintiff for having failed to join him. Insofar 
as he is president of one defendant company and an officer of an- 
other, however, it is only in a technical sense that he is not party to 
this suit. 

In addition to the two principal defendants herein, William A. 
Woodbury Corporation and William A. Woodbury Sales Co., Inc., 
I shall hold Dermay Perfumes, Inc., which sold part of the unfairly 
competing goods, and Regal Laboratories, Inc., which manufactured 
them, liable as joint tortfeasors. Cf., Andrew Jergens Co. v. Bonded 
Products Corporation, supra, 424; Warner & Company v. Eli Lilly 
§: Company, supra, 530. ‘The remaining two defendants, Arkovy 
Cosmetic Corporation, by lack of service, and J. T. Robertson Com- 
pany, Inc., through discontinuance, are not presently subject to the 
jurisdiction of this court. 

In the drafting of the injunction, I have departed from the rather 
general provisions of the final Bonded Products decrees, which seem 
not to have completely served their purpose, and have been guided 
by a form recently used in this court. (Cf., John B. Stetson Com- 


pany v. Stephen L. Stetson Company, 14 Fed. Supp. 74, 87 [26 
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T.-M. Rep. 527]; modified on points not here material, 85 F. (2d) 
586; certiorari denied, 299 U. S. 606). 

My thought is that the rightful necessities of plaintiff will be 
-ared for if defendants be restrained from selling or offering for sale, 


directly or indirectly, any and all toilet preparations on which 
“Woodbury” or “Woodbury’s” appears as part of the title or name 
of the preparation on the label or packaging thereof; or from using 
on the Jabel or packaging thereof the name “William A. Woodbury” 
or any abbreviated form thereof, unless there be juxtaposed thereto, 
in clear and legible type, in letters of not less than half the dimension 
of those used in the said name, the following legend: 

Nor CONNECTED WITH THE MAKERS OF “Woopsury’s Factat Soar” anp 
OTHER TOILET PREPARATIONS SOLD UNDER THE NAME “Woopsury’s” or “Woop- 
BURY.” 

The order shall also provide that defendants be restrained from 
selling or offering for sale, manufacturing, wrapping, packing or 
advertising, in any form whatsoever, any of their products or 
preparations, unless the said wrapping, packing or advertising mat- 
ter be accompanied by the following legend in clear, legible and 
prominent type: 

Not connected with John H. Woodbury, Inc., nor the former Jergens 
Company, makers of “Woodbury’s Facial Soap” and other toilet prepara- 
tions, sold under the name “Woodbury’s” or “Woodbury.” 

The order shall further provide that defendants be restrained 
from authorizing, either actually or impliedly, any agents and sales- 
men from representing to any buyer, retailer or consumer, that the 
goods manufactured, sold or advertised by the defendants emanate 
from, or are in any way connected with plaintiff, John H. Woodbury, 
Inc., or the former Jergens Company, or the makers of “Woodbury’s 
Facial Soap”; and from causing others in any way to make such oral 
or written representations. 

It shall be ordered that either party may have the right to apply 
to the court at the foot of the decree, at any time after a period of 
six months from the date of the entry thereof, on proper notice and 
on such proof as the court may require, for a modification of the 


injunction contained in the decree if, in the course of its operation 
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during the said period of six months, said provisions are shown to be 
unworkable. To effectuate this, a provision that the court will retain 
jurisdiction of the cause for said purpose will be inserted. 

Defendants will be required to account for any profits which 
have accrued to them and which can be shown to have been directly 
and specifically attributable to the use of the name “Woodbury” or 
“Woodbury’s” in connection with the manufacturing, selling or ad- 
vertising of defendants’ toilet preparations. 


R. B. Semuer, Inc. v. Franx J. Kirk, individually and trading as 


FRANKLIN SALEs CoMPANY 


United States District Court, Eastern District of Pennsylvania 


January 5, 1938 


TrapeE-Mark INrRINGEMENT—UNPFAIR Competit1ion—“KreML” on Harr 
Ton1tc—REBorr.LineG. 

In a suit to restrain defendant from using on its hair tonic a label 
similar to that used by plaintiff on its “Kreml” tonic, and from display- 
ing said word thereon, held that a decree enjoining defendant from such 
use, but with permission to use on his labels the word “Genuine Kreml 
of Kreml,” was rightly granted. 

Unratr Competition— Use or Oritotnat Trape-Mark on ReEPacKAGED Goons. 

The purchaser of a trade-marked product has a right, by virtue of 
his ownership, to change, divide or modify what he sells and to use 
thereon the original trade-mark, provided the latter is not used in 
letters different from the rest of the marking. 

Unrarr Competirion—Resorruinc Unper Originat Mark—IMPAIRMENT OF 
QuALITY. 

Defendant was enjoined from selling plaintiffs “Kreml” hair tonic 
in eight ounce bottles filled from plaintiff’s sixteen ounce bottles, where 
it was shown that, due to the immiscible nature of the ingredients, the 
resulting product was inferior to plaintiff’s product. 


In equity. Action for trade-mark infringement and unfair com- 
petition. Prayer granted in part, denied in part. 
Lewis G. Bernstein, of New York City and Hirsh W. Stalberg, 
of Philadelphia, Pa., for plaintiff. 
Howson & Howson, of Philadelphia, Pa., for defendant. 


Maris, J.: This is a suit in equity brought by the owner of a 


trade-mark seeking an injunction against alleged trade-mark in- 
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fringement and unfair competition. From the evidence I made the 


following: 
Special Findings of Fact 


The plaintiff is a New York corporation and the defendant is a 
resident and citizen of the State of Pennsylvania doing business in 
Philadelphia under the trade-name Franklin Sales Company. 

The plaintiff has been engaged since 1930 in the business of 
manufacturing under a secret formula a hair tonic which it has sold 
under the trade-mark ‘“‘Kreml.” Ernst Schaufler, the plaintiff's 
predecessor in the business, was engaged in it from 1911 to 1930. 
The hair tonic is sold and the trade-mark ““Kreml” used by the 
plaintiff in interstate commerce. 

The plaintiff is the present owner by assignment of the trade- 
mark “Kreml” which was registered in the United States Patent 
Office on November 13, 1928, and a certificate of registration No. 
249,390 issued to plaintiff's predecessor, Ernst Schaufler. Plain- 
tiff’s product, which is widely advertised and sold, is composed of 
two immiscible liquids, a clear colorless liquid which comprises about 
90 percent of the total volume and a yellow oily liquid which floats 
on the top of the other. The product is marketed by the plaintiff in 
sixteen-ounce bottles only. 


For some years the defendant has purchased sixteen-ounce bot- 


tles of plaintiff's product in the original packages as put out by the 


plaintiff and has rebottled the “Kreml’’ hair tonic by transferring 
the contents of the purchased bottles to other bottles. In some cases 
the product has been rebottled by the defendant in sixteen-ounce bot- 
tles and in other cases in eight-ounce bottles. Where the defendant 
has used sixteen-ounce bottles he has merely transferred all of the 
contents of one of plaintiff's sixteen-ounce bottles into another bottle 
of the same size. Where he has rebottled into eight-ounce bottles 
he has attempted to divide the contents of one of plaintiff's sixteen- 
ounce bottles into two eight-ounce bottles, but in doing so it appears 
that in many cases he has not been able to maintain in each eight- 
ounce bottle the original proportions of the two liquids of which the 
product is composed. 
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Prior to the institution of this suit the defendant, in rebottling 
plaintiff's product, used labels upon his bottles which simulated and 
were deceptively and confusingly similar to the labels used by the 
plaintiff on its bottles. Since the granting of the preliminary in- 
junction in this case, however, the defendant has discarded those 
labels and has used labels which comply entirely with the terms of 


the preliminary injunction. 


Discussion 


In this suit the plaintiff complains that the defendant has com- 
peted unfairly with it and infringed its rights in the trade-mark 
“Kreml.”’ The complaints which it pressed at the trial may be clas- 
sified as, first, the use by the defendant upon its bottles of labels 
similar in appearance to those of the plaintiff, including the open 


and prominent use of the word “Kreml’”’; second, the rebottling by 


the defendant of plaintiff's product in any manner, and, third, the 
rebottling by the defendant of plaintiff's product in such a way as 
to cause changes in the composition of the product. These com- 
plaints we will consider in order: 

First.—Prior to the filing of the bill the defendant had been 
using on his bottles a label on which the word “Kreml’ appeared in 
large letters of a type quite similar to that used by the plaintiff on 
its bottles. This court on May 26, 1936, upon the plaintiff's motion, 
granted a preliminary injunction restraining the defendant from 
continuing that use of plaintiff's trade-mark. The injunction ex- 
pressly provided, however, that it should not prevent the defendant 
from rebottling and reselling the plaintiff's product purchased by 
him and from stating that fact upon his labels in substantially these 
words: “ ‘Genuine Kreml’ of Kreml.”” The injunction required every 
word in this statement to be in letters of the same size, color, type 
and general distinctiveness and lettering, and directed the defendant 
to make no use of the word ““Kreml” except as part of this statement. 
Following the issuance of the preliminary injunction the defendant 
changed his labels to conform thereto and has not used any of the 
former labels since that time. He conceded at the trial that the 


preliminary injunction was properly granted and agreed that it 
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might be made permanent. It is, therefore, clear that plaintiff is 
entitled to this much relief. 


Second.—The plaintiff urges that it is also entitled to have the 
defendant restrained altogether from rebottling its product without 
its consent. It is a sufficient answer to this contention, however, to 
say that the Supreme Court in Prestonettes, Inc. v. Coty, 264 U.S. 
359 [18 T.-M. Rep. 135], definitely held that the purchaser of a 
trade-marked product has the right by virtue of his ownership to 
compound or change what he puts out, to divide either the original 
or the modified product, to sell it so divided, and in so doing to use 
the trade-mark as a part of an inscription to describe the origin of 
the product, provided it is not used in different letters from the rest 
of the inscription. In that case Mr. Justice Holmes said: 


But when it in no way stands out from the statement of facts that 
unquestionably the defendant has a right to communicate in some form, we 
see no reason why it should not be used collaterally, not to indicate the 
goods, but to say that the trade-marked product is a constituent in the 
article now offered as new and changed. As a general proposition there 
can be no doubt that the word might be so used. If a man bought a barrel 
of a certain flour, or a demijohn of “Old Crow” whiskey, he certainly could 
sell the flour in smaller packages or in former days could have sold the 
whiskey in bottles, and tell what it was, if he stated that he did the dividing 
up or the bottling. And this would not be because of a license implied 
from the special facts but on the general ground that we have stated. It 
seems to us that no new right can be evoked from the fact that perfume 
or powder is delicate and likely to be spoiled, or from the omnipresent 
possibility of fraud. If the defendant’s rebottling the plaintiff's perfume 
deteriorates it and the public is adequately informed who does the rebot- 
tling, the public, with or without the plaintiff's assistance, is likely to find 
it out. And so of the powder in its new form. 


Conceding that Prestonettes, Inc. v. Coty supports the de- 
fendant’s position, the plaintiff argues that it has been overruled by 


Old Dearborn Co. v. Seagram Corp., 299 U. S. 183 [27 T.-M. Rep. 


1]. That case, however, related only to the constitutional validity 


of the Fair Trade Act of Illinois which permitted the vendor of a 
trade-marked article to contract with the buyer against the resale of 
the article except at the price stipulated. What the court decided 
was that a State might by statute confer such a right upon the 
vendor of a trade-marked article. The court, however, did not sug- 


gest that such a right existed under the common law. In fact it 
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pointed out that in Dr. Miles Medical Co. v. Park & Sons Co., 220 
U. S. 373, it had expressly held to the contrary. That the court did 
not intend to overrule the Prestonettes case was clearly indicated by 
Mr. Justice Sutherland, when he said (p. 195): 

There is nothing in the act to preclude the purchaser from removing the 
mark or brand from the commodity—thus separating the physical property, 
which he owns, from the good-will, which is the property of another—and 


then selling the commodity at his own price, provided he can do so without 
utilizing the good-will of the latter as an aid to that end. 


The court thus indicated that even the act there under con- 


sideration did not affect the right of a purchaser to do what the de- 
fendant has done in this case, provided he does so without utilizing 
the good-will of the manufacturer. The Prestonettes case is author- 
ity for the proposition that in the absence of a statutory prohibition 
the use of the trade-mark to the extent authorized in the preliminary 
injunction granted in this case is not an improper utilization of the 
good-will of the trade-mark proprietor. No statute is relied on in 
this case and it, therefore, follows that the rebottling operations of 
the defendant may not be totally restrained at the instance of the 
plaintiff, provided the defendant’s labels conform to the rule laid 
down in the Prestonettes case and reflected in the preliminary injunc- 
tion which was granted in this case. 

Third.—The plaintiff argues, however, that with respect to the 
rebottling of “Kreml” from its sixteen-ounce bottles into the de- 
fendant’s eight-ounce bottles the product is so changed in composi- 
tion as no longer to be in fact plaintiff's “Kreml.’’ It is doubtless 
true, as plaintiff contends, that the value of its product “Kreml” 
lies not only in its ingredients, but also in the proportions in which 
they are introduced into the product. In view of the rather sub- 
stantial variation in the proportions of the two immiscible liquids 
of plaintiff's product found in defendant’s eight-ounce bottles, | 
have concluded that there is merit in this contention of the plaintiff. 
In view of the immiscible character of the two liquids it is obviously 
quite difficult for the defendant by the process he uses to transfer 
the contents of one of plaintiff's sixteen-ounce bottles into two eight- 


ounce bottles in such a way as accurately to preserve the proportions 
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of the two liquids as they appear in plaintiff's product. Unless this 
is done, however, it is obvious that the resulting product is not 
“Kreml” but at best but a distortion of it. I accordingly conclude 
that plaintiff is entitled to have the defendant restrained from using 
the word ““Kreml” even to describe the origin of the rebottled product 
contained in such of his bottles as are of smaller capacity than those 
in which the product was contained when it was purchased by the 
defendant. 


Conclusions of Law 


The defendant is entitled to rebottle and sell plaintiff's “Kreml” 
hair tonic purchased by him. 

The defendant is not entitled to use the trade-mark ‘“‘Kreml’”’ 
upon his labels except as a part of the following inscription: 
“Genuine Kreml, rebottled by Franklin Sales Company, not con- 
nected with the makers of ‘Kreml, ” and then only in letters of the 
same size, color, type and general distinctiveness and lettering as 
the other words of the inscription. 

The defendant is not entitled to use the trade-mark “Kreml”’ in 
any form upon bottles containing plaintiff's product in which in 
the course of rebottling the plaintiff's proportion of ingredients has 
not been preserved. 

The defendant is not entitled to use the word “Kreml” even to 
describe the origin of the rebottled product contained in such of 
his bottles as are of smaller capacity than those in which the product 
was contained when it was purchased by the defendant. 

The plaintiff is entitled to a decree granting a perpetual injunc- 
tion restraining the defendant from the use of the trade-mark 
“Kreml” except to the extent hereinabove indicated, with costs. 


A decree may be entered accordingly. 
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THe Bon Amt Company v. McKesson & Rossins, INc. 
United States Court of Customs and Patent Appeals 
Opposition No. 14,474 
January 24, 1938 


Trape-Marks—Opposition—Goopns or SAME Descriptive PROPERTIES. 
Shaving cream held to be of the same descriptive properties as soap, 
in cake and powder form, and tooth paste. 
Trape-Marks—Opposition—“Suav-Ami” ano “Bon Amr’—COoNPLICTING 
Marks. 
The word “Shav-Ami” held to be confusingly similar to “Bon Ami.” | 
George Link, Jr., of New York City, for appellant. 
Samuel Herrick, of Washington, D. C., for appellee. 


Appeal from the Commissioner of Patents dismissing a trade- 
mark opposition. Reversed. For the Commissioner's decision, see 


27 T.-M. Rep. 596. 


Bianp, J.: The appellee filed an application to register the 
trade-mark “Shav-Ami,” which it alleged it first used on May 16, 
1932, on shaving cream. As a part of the mark, as shown in the 
application, there is placed over the syllable “ami,” in a circular 
black background, the words “brushless shave,” which words are 
disclaimed apart from the mark shown. 

The appellant filed opposition to the said registration, alleging 


use of the trade-mark “Bon Ami” on soap in cake and powder form 


and on toothpaste, long prior to any use by applicant. One of ap- 


pellant’s witnesses stated that during the last forty years his com- 
pany had “received and studied” various uses for “Bon Ami” and 
there was introduced into the record a list of such uses, which is in 
the form of an advertisement, which had been suggested for two of 
its products—the “Bon Ami’ cake and powder—as polishers and 
cleaners, as dentrifices, for teeth plates and bridge work (artificial), 
for razor hones and strops, as a shampoo, as a face pack, and many 
other uses. 

There is some dispute in the record as to whether or not appel- 


lant at the time of filing the opposition was engaged in handling 
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toothpaste under the name “Bon Ami,” but as we see it this is not 
a controlling consideration since there is no serious dispute that the 
goods upon which appellee used its trade-mark “Shave-Ami’ and 
the goods upon which appellant placed its mark on and prior to the 
date when appellee adopted its mark, are of the same descriptive 
properties. It is the position of appellee, however, that the goods 
differ in character and it is contended that the differences in the 
goods and the differences in the marks assure that there will be no 
confusion by the concurrent use of the two marks on the respective 
goods of the parties. 

The Examiner of Interferences held that the goods were of the 
same descriptive properties, that the marks were confusingly similar, 
and that confusion such as the statute seeks to avoid would be 
likely to result. He pointed out that the rule of doubt should be 
applied especially in an instance where, as in the case at bar, the 
evidence shows that the “mark of the opposer symbolizes a wide- 
spread and valuable good-will.” 

Upon appeal to the Commissioner of Patents, the decision of the 
Examiner of Interferences was reversed. The Commissioner was 
of the opinion that the goods not being identical, although “they are 
both toilet preparations and belong to the same general class of 
merchandise,” the marks were “free of deceptive similarity,” sounded 
differently, had a different suggestive meaning, and that confusion 
was not likely to result. 

We are of the opinion that the Commissioner erred in reversing 
the decision of the Examiner. It is true that there is a difference 
in the marks and a difference in the goods, but it seems to us that 
since the mark “Bon Ami” is for a product of every day use, is 
widely known, and is unusual in its arbitrary character, confusion 
will be more likely to occur than under other circumstances. “Bon 
Ami’ means “good friend.” The appellee uses the same word 


ce * 99 4 ce - >» 
ami,’ pronounces it “ah-mé,’ and pronounces the whole mark as 


“shave-ah-mé.” It is difficult to understand just why appellant 


should choose such a mark when the field was so broad to select from. 


It is hardly supposable that a large, reputable concern like the ap- 
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pellee would seek to profit from confusion and there is nothing in 
this case to indicate that that is its desire. Nevertheless, we think 
there is a likelihood of confusion resulting in the concurrent use of 
the two marks and, like the Examiner, we apply the rule of doubt 
which requires that doubts, if any, as to confusion, must be resolved 
against the newcomer. 

The appellant points out that, in the following cases, the marks 
involved were held to be confusingly similar: Langfield v. Solvit- 
All Corp., 18 C. C. P. A. (Patents) 1313, 49 F. (2d) 480 [21 
T.-M. Rep. 264]—“‘Solvite” and “Solvit-All’; William Waltke & 
Co. v. Geo. H. Schafer & Co., 49 App. D. C. 254, 263 Fed. 650 
(10 T.-M. Rep. 246 ]—“U-Lavo” and “Lava’’; In re Coca-Cola Bot- 
tling Co. of Los Angeles, 18 C. C. P. A. (Patents) 1384, 49 F. (2d) 
838 [21 T.-M. Rep. 311]—‘‘Lemon Frost’ and “Jack Frost”; 
Marion Lambert, Inc. v. O’Connor, 24 C. C. P. A. (Patents) 781, 
86 F. (2d) 980 [25 T.-M. Rep. 476]|—‘Voo” and “Dew”; Malone 
v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. (2d) 414 [20 
T.-M. Rep. 462] “Molo” and “Poro”’; Kotex Co. v. McArthur, 18 
C. C. P. A. (Patents) 787, 45 F. (2d) 256 [21 T.-M. Rep. 47]— 


“Rotex”’ and “Kotex”; and Simoniz Co. v. Permanizing Stations of 
America, Inc., 18 C. C. P. A. (Patents) 1374, 49 F. (2d) 846 [21 
T.-M. Rep. 309]—‘Simoniz” and “Permanize.” 


On the other hand, the appellee, for supporting authority on the 
question of confusion, relies upon the following cases which held 
the involved marks not to be confusingly similar: Vick Chemical 
Company v. Thomas Kerfoot Co., Ltd., 23 C. C. P. A. (Patents) 
752, 80 F. (2d) 73 [26 T.-M. Rep. 29]—“Vapex,” “Vicks,” and 
“Vaporub”; Valvoline Oil Company v. Havoline Oil Company, 211 
Fed. 189 [4 T.-M. Rep. 257]—‘‘Valvoline” and ‘‘Havoline”; Ansco 
Photoproducts, Inc. v. Eastman Kodak Company, 57 App. D. C. 
246, 19 F. (2d) 720 [20 T.-M. Rep. 338 ]|—“Speedex” and “‘Speed- 
way’; Rosenberg Bros. & Co. v. Wetherby-Kayser Shoe Co., 17 C. C, 
P. A. (Patents) 794, 37 F. (2d) 437 [21 T.-M. Rep. 51]—‘‘Fashion 
Lane” and “Fashion Park”; and Goodall Worsted Company v. Palm 
Knitting Company, 56 App. D. C. 148, 10 F. (2d) 1013 [16 T.-M. 
Rep. 91]—‘Palm-Knit” and “Palm Beach.” 
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The cases relied upon by the appellee, we think, are not con- 
trolling of decision here. Most of the marks involved in those cases, 


such as “Fashion Park’ and “Fashion Lane,’ are made up of or- 


dinary words used in everyday conversation, whereas the term “ami” 
is a foreign word and except to distinguish appellant’s goods is not 
commonly used in this country. We think there is much more likeli- 
hood of confusion where such terms as “Bon Ami’ and “Shav-Ami” 
are concurrently used than there was under the circumstances re- 
cited in the cases relied upon by appellee. 

The appellant urges that the normal extension of its business 
would include the handling of shaving cream and that there can be 
no question about confusion if the marks were used on goods which 
were identical. While this is a consideration which in close cases 
has often been resorted to, it is unnecessary for us to discuss it here 
since it is clear to us that there is a likelihood of confusion in the con- 
current use of the two marks upon goods which were dealt in by 
the respective parties at the time applicant adopted its mark. 

The decision of the Commissioner of Patents is reversed. 

Granam, the late Presiding Judge, sat during the argument of this case, 
but died before the opinion was prepared. 

Harrietp, J., made the following additional observations: | 
concur in all that has been said by the court in the opinion by Judge 
Bland. I desire, however, to add the thought that if the marks “Shay- 
Ami,” which means “‘shave-friend,’ and “Bon Ami,’ which means 
“good friend,” are not confusingly similar, then similar marks, such 
as “Clean-Ami’’—clean friend—and various others, are no more 
confusingly similar, and would be registrable for use on goods 
possessing the same descriptive properties as those here involved. 

If all that a newcomer in the field need do in order to avoid the 
charge of confusing similarity is to select a word descriptive of his 
goods and combine it with a word which is the dominant feature of a 
registered trade-mark so that the borrowed word becomes the 
dominant feature of his mark, the registered trade-mark, made 
valuable and outstanding by extensive advertising and use, soon be- 


comes of little value, and, of course, each of the subsequent imitating 
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trade-marks (and there would be many) is of value only to the extent 
that its users are trading on the good-will of the owner of the original 


registered trade-mark. 


These observations’ have particular application when the goods 


on which the respective marks are used are common, inexpensive, 
and widely used toilet and household articles, and are sold in the 
same stores. 

I do not question the good faith of appellee in selecting its trade- 
mark “Shav-Ami,” but if it has the legal right to take something of 
substance and value from appellant's trade-mark, others of less 
conscience have equal legal rights to take something of substance and 


value from both appellant’s and appellee’s trade-marks. 


Tue Pep Boys, Manny, Mor anno Jack v. THE FisHer Brotuers 


CoMPANY 
United States Court of Customs and Patent Appeals 
Opposition No. 14,275 


January 24, 1938 


Trape-M arks—Opposit1ion—“Can O’GoLd” anp “Pure As Goin’ on Moror 
LusricatinGc O1rs—ConriictinGc Marks. 

A trade-mark consisting of the words “Can O’Gold” disposed cen- 
trally within a diamond-shaped border, in association with the represen- 
tation of a can, held to conflict with a mark consisting of the words 
“Pure As Gold,” the word “Pure” being arranged in circular form within 
the upper periphery of the circle, the word “Gold” being disposed in its 
lower periphery with the word “As” in the center thereof and the de- 
vice of a pair of wings branching out laterally from the circumference 
of the circle. 

Trape-M arks—OpposiTion—N orice. 

An opposer is not required to quote or paraphrase the language of 
the statute in his notice of opposition, it being sufficient if he states a 
cause of action under the “confusion in trade” clause of the Act. 

Trape-Marks—Opposition—Ricur or Courr to Limir JUDGMENT. 

Where, in-cross appeals in an opposition proceeding, the court held 
registration should be denied because of conflict with opposer's mark, 
it was unnecessary to decide also on the question whether applicant’s 
mark was descriptive. 
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Cross appeals from a decision of the Commissioner of Patents 
in an opposition proceeding. Affirmed. For the Commissioner’s 
decision see 26 T.-M. Rep. 348. 


















Clarence A. O’Brien, Charles E. A. Smith, T. E. Turpin, and 
Clarence R. Gorman, all of Washington, D. C., for appellant. 
Donald A. Gardiner, of Washington, D. C., for appellee. 


Buianp, J.: These are cross appeals in a trade-mark opposition 
proceeding arising in the United States Patent Office. For con- 
venience of statement, in view of the cross appeals, The Fisher 
Brothers Company, a corporation whose application for registration 
is involved, will be hereinafter referred to as the applicant, while 
The Pep Boys, Manny, Moe, and Jack, also a corporation, will be 
hereinafter referred to as the opposer. 

On August 18, 1934, the applicant filed in the United States 
Patent Office an application for registration as a trade-mark of the 
words “Can O’ Gold,” for motor lubricating oils in Class 15, Oils 
and Greases. In the drawing accompanying the application the 
words “Can O’ Gold” are shown disposed centrally within a diamond- 
shaped background, the word “Gold” being beneath the words 
“Can O’.” Above the said words, and within the diamond-shaped 
background is a representation of a container in the form of a can, 
on which can are the words “Can O’ Gold,” while in the lower part 
of said background are the words “Motor Oil,” the word “Motor” 
being above the word “Oil.” Extending from the borders of the 
diamond-shaped background along a diagonal line is a broad band 


or stripe. The application for registration alleged that said mark 









had been continuously used and applied to said goods in applicant’s 
business since about February 13, 1933. Said application, as 


amended, also contained the following: 


.... The words “Motor Oil,” and the representation of the containers 
are disclaimed apart from the mark shown in the drawing. 





On November 3, 1934, the opposer filed notice of opposition to 
the registration asked for by applicant, and since one of the ques- 


tions before us is based upon the contents of said notice of opposi- 
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tion, the same is set out here at such length as is pertinent to said 
question. 


The grounds of opposition are as follows: 


1. The Pep Boys—Manny, Moe and Jack, are a corporation organized, 
existing and operating in accordance with and by virtue of the laws of the 
Commonwealth of Pennsylvania, which corporation is hereinafter designated 
the opposer and has its principal place of business at Tenth and Somerville 
Avenue, in the City of Philadelphia, State of Pennsylvania. 

2. The opposer is the owner of a chain of automobile accessory stores 
in Pennsylvania, Delaware, and New Jersey wherein is offered for sale 
every character of equipment for automobiles, including lubricating oils and 
greases. 

3. Long prior to the alleged use of the alleged trade-mark disclosed 
in trade-mark application, Serial No. 355,133, by the alleged corporation 
The Fisher Brothers Company hereinafter designated the applicant, to 
wit, in or about June, 1929, the opposer adopted and continuously used from 
thence hither to now the legend: “Pure as Gold.” 

1. The said legend Pure as Gold has been and is used exclusively by 
the opposer, who has expended large sums of money for many years in 
advertising sales promotion, and kindred efforts bearing said legend, to 
the end where the purchasing public recognize the said legend Pure as 
Gold as being owned by, originating in, and representing the opposer. 

5. The opposer, from the date of adoption and from thence hitherto 
now, has continuously affixed the legend Pure as Gold to “Cans” of lubricat- 
ing oils and grease shipped in interstate and intrastate commerce, and two 
of such cans are attached hereto and made a part hereof and are identified 
by the marking “Exhibit A.” 

6. Knowing full well the purchasing public recognize goods, and adver- 
tising bearing the legend Pure as Gold designates origin of ownership in 
the opposer, the alleged applicant has alleged adoption and use of the al- 
leged trade-mark “Can O’Gold” on goods of identical properties with the 
Cans of Pure as Gold containing opposer’s products including lubricating 
oils and grease, and by reason thereof there is a likelihood of confusion in 
the minds of the purchasing public resulting in financial loss and damage 
to the opposer. 

7. Opposer is the owner of trade-mark registration 265,858, January 7, 
1930, profert of which is made to the court now here and made a part 
hereof and the granting of the trade-mark registration on application 
Serial No. 355,133 will invest in the applicant exclusive rights to the words 
“Can O° Gold” and appropriate to the applicant all the value and good- 
will established through diligent effort and expenditure of money by the 
opposer in creating a sales demand for identical goods in cans bearing 
Pure as Gold. 


It will be noted that in said notice of opposition the opposer 
claims registration No. 265,858, registered January 7, 1930. ‘This 


registration is for the words “Pure as Gold.” In the registration 
the word “Pure” is shown to be disposed in a circular form within, 


and adjacent to the upper periphery of a circle, the word “Gold” 
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being similarly disposed in the lower periphery of the circle. The 


word “as” is in the center of the circle. Branching out laterally 


from the sides of the circle are representations of a pair of wings. 
The registration shows it to have been issued for Automobile Lubri- 
cating Oils and Cup Grease, in Class 15, Oils and Greases. . . 

The words “Pure as Gold” were disclaimed apart from the mark 


shown. 


On January 14, 1935, the applicant filed a motion to dismiss, 


which reads as follows: 


Now comes The Fisher Brothers Company, the applicant in the above 
entitled opposition and hereby moves that the notice of opposition be dis- 
missed for insufficiency of fact appearing on the face of the notice and in 
the record to constitute a valid cause in: 


1. That it appears on the record that the opposer relies on a right to a 
legend which is publici juris and any use thereof or of a similar legend by 
the applicant or any other party would be no violation of any statutory or 
common law right of the opposer entitling the opposer to maintain this 
opposition proceedings. 

2. That it appears from the record that the mark of the applicant is so 
dissimilar in appearance, sound and significance from the phrase “Pure as 
Gold” that there is no possible likelihood of confusion arising in the mind 
of the purchasing public as a result of concurrent use of the mark of the 
applicant and the public use of the legend “Pure as Gold,’ wherefore the 
opposer has no standing to object to the registration by the applicant. 

3. That it appears in the record that a complete opposition was not 
filed within the time required by the statute but that the same was in- 
formally filed during said period in that specimens were not included 
originally but were added only after the expiration of the 30-day statutory 
period. 


On the same date applicant also filed an answer denying most 
of the allegations of opposer’s notice of opposition, and among other 
things stating: 

6. Applicant admits the allegations in paragraph numbered 6 in the 
notice of opposition that it has adopted and used the trade-mark “Can O° 
Gold” on motor lubricating oils, and, further answering paragraph 6, 
applicant denies that by reason of its use of the mark “Can O’ Gold” there 
is a likelihood of confusion in the minds of the purchasing public and 
damage to the opposer. 

On January 23, 1935, the Examiner of Interferences wrote a 


letter reading as follows: 


The several motions and briefs filed by the parties are all noted by the 
Examiner. 
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Before the various questions raised by these motions are considered it 
is deemed desirable to first ascertain the statutory cause or causes of action 
of the opposer. 

Although this is a purely statutory proceeding, the notice of opposition 
discloses no attempt to paraphrase the language of the statute. Reading 
the notice of this opposition from the four corners thereof, the Examiner 
infers from the allegation contained in paragraphs 1 to 6 that they only 
relate to and seek to draw in the confusion-in-trade clause of Section 5. 
As to paragraph 7, the Examiner can make no inference. The opposer is 
requested to duly confirm or deny the inference of the Examiner with 
regard to paragraphs 1 to 6 and also to disclose the statutory language 
of Section 5 to which paragraph 7 is intended to relate, if any. This should 
be done by inclosing the name within quotation marks. Otherwise stated, 
the precise theory of the case of the opposer should be revealed. Storm 
Waterproofing Corporation y. Sonneborn Sons, Ine., 28 F. (2d) 115 [19 
T.-M. Rep. 198]. 

Upon failure of the opposer to duly comply with this request the case 
will proceed as by default and the notice of opposition will be dismissed. 


In response to this letter the opposer filed in the Patent Office 


on January 25, 1935, a communication reading as follows: 


This letter is in response to a query presented by the Honorable 
Examiner of Trade-Mark Interferences dated January 23, 1935. 

Your Honor is advised that paragraphs 1 to 6, inclusive, in the notice 
of opposition is based on that portion of Section 5B of the trade-mark act 
of February 20, 1905 (as amended) as follows “. . . .or which so nearly 
resemble a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties as to 
be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers shall not be registered.” 

Paragraph 7 of the notice of opposition is based on that portion of Sec- 
tion 5B of the Trade-Mark Act quoted as follows: “. . .. or merely in 
words or devices which are descriptive of the goods with which they are 
used, or of the character or quality of such goods. . 


On February 1, 1935, the Examiner of Interferences denied the 
motion to dismiss filed by applicant. 

Thereafter testimony was taken by the opposer; the applicant 
took no testimony. 

On November 5, 1935, the Examiner of Interferences rendered 


his decision, holding that the mark “Can OQ’ Gold” was not descrip- 


tive of motor lubricating oils, and that opposer “cannot here qualify 


under this clause.”” He further held, however, that there was at 
least reasonable doubt upon the question of likelihood of confusion, 


and under the rule that such doubt should be resolved in favor of the 
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prior user, he sustained the notice of opposition and adjudged that 
the applicant was not entitled to the registration applied for. 
Applicant appealed to the Commissioner of Patents and on 


April 27, 1936, the Commissioner held there was no possibility of 


confusion in the use of the marks involved and reversed the decision 
of the Examiner of Interferences sustaining the opposition; but he 
also held that the mark of applicant is descriptive of the goods to 
which it is applied, and so denied the registration applied for. 

Both parties have appealed from the decision of the Commis- 
sioner. Opposer’s reasons for appeal relate to so much of the 
decision as reversed the decision of the Examiner which sustained 
the opposition, and applicant’s appeal relates principally to so much 
of the Commissioner’s decision as denied applicant the registration 
of its mark. Applicant’s reasons for appeal also state that the Com- 
missioner erred in not dismissing the notice of opposition “‘as having 
been so defective as to fail to create any right of opposition in the 
appellant-opposer.” The latter being a preliminary question, we 
will first dispose of it. 

We have hereinbefore quoted the notice of opposition, so far as 
is here relevant, and hold that it sufficiently sets forth a cause of 
action based upon the confusion-in-trade clause of Section 5 of the 
Trade-Mark Act of February 20, 1905, as amended. This section 
is so familiar that we deem it unnecessary to quote it. 

While the Examiner required opposer to state whether his, the 
Examiner’s, construction of paragraphs 1 to 6 of the notice of op- 
position was in accord with the theory of opposer, and called atten- 
tion to the fact that the notice “discloses no attempt to paraphrase 
the language of the statute,” we are of the opinion that the notice is 
sufficiently definite with respect to said confusion-in-trade clause, 
and we know of no rule or reason why opposer should be bound to 
either quote or paraphrase the words of the statute in a notice of 
opposition. It is clearly sufficient if it appears from the notice that 
he relies upon confusion in trade under the Trade-Mark Act of 
February 20, 1905 as one of his grounds of opposition. Applicant’s 


answer discloses that its counsel so construed it. 
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The notice being sufficient in this respect, the Patent Office 
tribunals acquired jurisdiction to pass upon the issue of confusion 
in trade, and also any ex parte question relating to the right of ap- 
plicant to registration. 

Before this court the question was presented for decision as to 
whether or not the opposer’s appeal in the instant case became moot 
when the Commissioner held that, since the applicant’s mark was 


descriptive, it could not be registered. In view of our conclusions 


we think we must necessarily pass upon this question. 
In the case of Frigidaire Corp. v. Nitterhouse Bros., 20 C. C. 
P. A. (Patents) 865, 63 F. (2d) 123 [23 T.-M. Rep. 163], we held 


that where the Commissioner’s decision, denying appellee’s applica- 


tion for a registration upon the ground of descriptiveness of the 
mark, had become final, an appeal from the decision dismissing ap- 
pellant’s notice of opposition would not be entertained by us because 
the issue raised by such appeal was moot. We there cited the case of 
Dunlap §& Co. v. Bettmans-Dunlap Co., 57 App. D. C. 351, in sup- 
port of such holding. The opinion in the last cited case states: 

The Commissioner refused to review the case on the ground that, since 
the entire proceeding is to prevent registration, and the Examiner sustained 
the oppositions upon one of the grounds urged by the opposer, it amounts 
to a denial of registration, and the opposer in fact has accomplished the 
result sought, and is accordingly without right of appeal. If the applicant 
had appealed, then the opposer might have, by cross-appeal, raised the 
question which he now urges, namely, the similarity of the goods on which 
the marks are used. But, since there was no appeal by the applicant, his 
right of registration is as effectively barred as if the judgment had been 
to sustain the oppositions. 

We are not in agreement with the implication in the above quota- 
tion that an opposer has no right of appeal under a state of facts 
existing in that case unless the applicant has previously taken an 
appeal. If the applicant should wait until the last minute to file an 
appeal under the rules of the Patent Office, an opposer would have 
no opportunity to file a cross appeal. The same would have been 
true in the case at bar had the applicant waited until the last minute 
under the rules to file an appeal to this court. 

We think in such cases opposer may properly file an appeal, 


regardless of whether an appeal has been previously filed by an 
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applicant; in no other way could an opposer protect himself against 
an appeal and possible decision in favor of the applicant upon the 
issue raised by applicant’s appeal, in which case the question raised 
by opposer’s appeal could not be moot. 

In the case at bar the applicant has appealed, and opposer’s 
appeal does not present a moot question, for there has been no final 
decision with respect to the descriptiveness of applicant’s mark, 
wherein this case is distinguished from the case of Frigidaire Corp. 


v. Nitterhouse Bros., supra. 


Under these circumstances, we think it proper to consider and 


determine the issue raised by opposer's appeal. 

It appears from the testimony on behalf of opposer that, since 
the year 1929, opposer had used the mark “Pure as Gold,” applied 
to tin cans containing lubricating oils, and that 95 percent of its 
product bearing such mark was sold in cans. As _ hereinbefore 
stated, the first use claimed by applicant of its mark “Can O’ Gold” 
upon lubricating oils was in 1933. 

It is well established that the right to oppose the registration 
of a trade-mark does not depend upon exclusive ownership by an 
opposer of a similar mark. California Cyanide Co. v. American 
Cyanamid Co., 17 C. C. P. A. (Patents) 1198, 40 F. (2d) 1003 
[20 T.-M. Rep. 447]; Trustees for Arch Preserver Shoe Patents 
v. James McCreery & Co., 18 C. C. P. A. (Patents) 1507, 49 F. 
(2d) 1068 [21 T.-M. Rep. 374]. 

Therefore, it being established that opposer had used the mark 
“Pure as Gold” upon goods of the same descriptive properties as 
the goods upon which applicant applies its mark “Can O’ Gold,” it 
follows that if there be likelihood of confusion in trade by the con- 
current use of the two marks, applicant is not entitled to register 
its mark, by reason of the prohibition contained in Section 5 of the 
Trade-Mark Act, and in such event the opposition of opposer should 
be sustained. 

Upon this question we are constrained to agree with the Examiner 
“that the resemblances between these marks are such that there is 


at least reasonable doubt upon the question of likelihood of con- 
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fusion,” and that such doubt should be resolved against the new- 
comer, the applicant. 

The Commissioner in his decision states: 

. . «+ The only similarity between this mark and applicant’s resides in 
the occurrence in each of the word “gold.” In all other respects they are 
so completely different that there could be no possibility of confusing one 
with the other even by the “casual observer,’ whose reaction the United 
States Court of Customs and Patent Appeals has recently held to be im- 
material. Skram Company v. Bayer Company, 89 U.S. P. Q. 142 [26 T.-M. 
Rep. 584]. 

It is clear to us that the dominant portion of both marks is 
the word “gold.” In applicant’s mark the portion of the mark 
“Can O’” would convey to purchasers only the thought of the con- 
tainer, and the word “Gold” is the portion of the mark which would 
attract their attention. Also, in the words “Pure as Gold,’ the 
word “Gold” is the outstanding and dominant feature of the mark. 

It is our opinion that the Commissioner erred in holding that 
the marks are not confusingly similar, and the decision of the 
Examiner sustaining the notice of opposition should not have been 
reversed upon that ground. 

We find it unnecessary to consider the issue raised by applicant’s 
appeal, respecting the rejection of its application upon the ground 
that its mark was descriptive. Having herein sustained opposer's 
contention, and the decision of the Examiner of Interferences, that 
the two marks are confusingly similar and that the opposition must 
be sustained, it follows that it becomes immaterial as to whether 
the applicant’s mark is or is not descriptive. Under our holding in 
the opposer’s appeal, it cannot be registered in any event. If we 
should approve applicant’s contention on the subject of the descrip- 
tiveness of its mark, it would avail applicant nothing. Therefore, 
in view of our conclusion in opposer’s appeal, we do not think we 
should pass upon the issue presented by applicant. 

For reasons herein stated, the decision of the Commissioner of 
Patents is reversed insofar as it holds that the notice of opposition 
upon its merits should be dismissed. The opposition should have 
been sustained. That portion of the Commissioner’s decision, inso- 
far as it holds that applicant was not entitled to registration of its 
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mark: is affirmed, not on the ground assigned by the Commissioner 
but upon the ground that by virtue of our conclusion in the opposer’s 
appeal, applicant is not entitled to the registration of its mark. 
Affirmed. 


GrauHam, the late Presiding Judge, sat during the argument of this case, 
but died before the opinion was prepared. 

Lenroort, J., specially concurring: I concur in the conclusion 
reached by the majority that applicant’s mark is not registrable for 
the reason that appellant’s notice of opposition should be sustained, 
but I think that, under the circumstances of this case, it should also 
be held that applicant’s mark is descriptive and that the decision 
of the Commissioner so holding should be affirmed. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Descriptive Term 


Mackuin, F. A. C.: Held that the notation “Tough-Film” is not 
registrable, under the Act of 1905, as a trade-mark for lubricating 
oils, since it is merely descriptive of the characteristics of the goods. 

In his decision he referred to publications as showing that it is 
important that a lubricating film be maintained, and noting the 
definition of tough and referring to the argument based on the deci- 
sion of the Court of Appeals for the District of Columbia Jn re The 
Irving Drew Company, 54 App. D. C. 310, 297 Fed. 889, said: 


I cannot agree that this case nor the reasoning of the applicant is 
sufficient to overcome the impression I have that the words “Tough-Film” 
applied to motor oil are clearly descriptive within the meaning of the 
statute and must be refused registration. In my opinion, descriptiveness 
may apply to use or results, as well as to the particular nature of the 
goods themselves. 

He then referred to the decision of the Court of Appeals for the 
District of Columbia in The Kay §& Ess Company v. Coe, Commis- 
sioner of Patents, 21 U.S. P. Q. 174, 483 O. G. 229, in which the 
court, in holding the term “Morocco” descriptive of a finish, had said 


that a paint is'‘as much the goods of the manufacturer 
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in the trade-mark sense of the term, when applied to a wood or metallic 
surface as when in the can, 


and said: 


In that case the word “Morocco” was held descriptive of the finish and 
it seems to me that oil in the can has no more utility than paint in the can. 
Both are useful only when applied to a surface. In the present case the 
oil sold does form a film when used and the toughness of this film as un- 
derstood by the purchaser is a desirable quality and “tough film” is a natural 
and apt term to apply to such a film.! 


Non-Conflicting Marks 


Frazer, A. C.: Held that Dobry Flour Mills, Inc. was entitled 
to register, under the Act of 1905, as a trade-mark for wheat flour, 
a mark including the name “‘Dobry’s” beneath which is the word 
“Sunsweet” and a purported representation of the sun, all inclosed 
within an elaborate border, notwithstanding the prior adoption and 
use by the California Prune & Apricot Growers Association, of the 
term “Sunsweet” and a sun design as a trade-mark for dried fruits, 
canned fruits, ete. 


The ground of the decision is that there is sufficient difference 
in the goods and such difference in the marks taken as a whole that 
confusion in trade would not be likely. 


In his decision the Assistant Commissioner said: 


Broadly speaking it may be that wheat flour is of the same descriptive 
properties as fruit and fruit products, but specifically there is a wide differ- 
ence. The ruling of the California Packing Corporation case (159 M. D. 
397, 25 U. S. P. Q. 118), was restricted to “dried fruits and small packages 
of flour.” Moreover, the marks there considered were identical. In the 
instant case, even if the design features of respondent’s mark be dis- 
regarded, there remains the notation “Dobry’s Sunsweet” to be compared 
with petitioner’s mark “Sunsweet.” Apparently the Examiner refused to 
consider the first word of respondent’s mark, observing in his decision that, 
being an ordinary surname, “it is incapable of statutory ownership and can 
add nothing to the right of registration claimed to be possessed by the 
respondent.” In this I think the Examiner erred. Respondent’s mark is 
to be considered as a whole, and the name “Dobry’s” is a constituent part 
thereof. 


He then, after referring to the opposition of Joseph Tetley & 
Co. v. Bay State Fishing Co., 23 C. C. P. A. 969, 82 F. (2d) 


1Ex parte The Pennzoil Company, Ser. No. 337,543, 159 M. D. 1,056, 
December 29, 1937. 
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299 [26 T.-M. Rep. 217], in which the Court of Customs and Patent 
Appeals held there was no likelihood of confusion between the mark 
“Budget Special” used on fish and “Tetley Budget Tea” for tea, 
and noting that the court expressed the opinion that fish and tea are 
merchandise of the same descriptive properties, but held in view of 
the difference in the character of the goods there was no likelihood 
of confusion, said: 


I think the difference in character of the goods here involved is as con- 
siderable as that found to exist with respect to those of the cited case. Also 
the dissimilarity of the marks appears to be substantially equal, particu- 
larly in view of the stipulation in the instant proceeding that respondent’s 
mark as used is “Dobry’s Sunsweet Flour.”? 


Mackuin, F. A.C.: Held that a cancellation proceeding brought 
by the Green Cross Pharmaceutical Products, Inc., to cancel the 
registrations of Theodor H. Temmler, and Tucker Pharmacal Com- 
pany, of the terms “Bro-seda” and “Brosedan” as applied to a 
bromide and a sedative, respectively, was properly dismissed. 

In his decision, after pointing out that the registrants had op- 
posed the application for registration of the Green Cross Pharma- 
ceutical Products, Inc., of the term “Prosedal’’ for nerve quieting 
medicine and that the cancellation proceeding was brought there- 
after, petitioner for cancellation alleging that the words are descrip- 
tive of the goods, and noting the position of the Examiner of Inter- 
ferences that the words were not descriptive and that the petitioner 
for cancellation did not have the right to use a word so modified from 
these terms, whether descriptive or not, which would be likely to 
cause confusion with the registered mark, the First Assistant Com- 
missioner said: 


“Bro-seda” and “Brosedan” were properly cited by the Examiner of 
Trade-Marks against “Prosedal,” which is admitted by the appellant to 
be similar to the registered words, although appellant states that his word 
is arbitrary. 

And then, pointing out the argument as to the manner in which 
the registered words would be pronounced, he said: 


Neither of these words as registered appears in the dictionary, nor are 
they mere misspellings of the words of which they are alleged to be sug- 


2 California Prune & Apricot Growers Association v. Dobry Flour Mills, 
Inc., Canc. No. 3,029, 159 M. D. 1,047, December 23, 1937. 
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gestive. The decisions cited by the appellant have been carefully con- 
sidered. .. . The appellant adopted its word “Prosedal” long after these 
registrations. It was faced with an opposition proceeding and has filed 
this cancellation proceeding admitting, or claiming, as it were, that 
“Prosedal” is similar to both the registered marks. 

It seems to me there is much to support registrant’s contention that 
“this cancellation proceeding is in the nature of frivolous and vexatious 
litigation; that it is without substance; that it was interposed for purposes 
of delaying an adjudication in the opposition proceeding.® 


Mackun, F. A. C.: Held that Herman Gumbin is entitled to 
register the notation ““NaCene” as a trade-mark for ointment for 
eczema, etc., notwithstanding the prior registration by Dermalab, 
Inc., of the term “Nac” and the term “Nacpac’”’ for similar goods. 

In his decision the First Assistant Commissioner noted opposer’s 
argument that the applicant had merely added to the mark “Nac” 
the suffix “ene” and that through carelessness or ignorance “Nac’”’ 
might be pronounced so as to be confused with “NaCene” and the 
further argument that a prospective purchaser would suppose that 
“NaCene” was a companion of the original and primary “Nac” 
product, and said: 


Considering the argument of both parties and the cases cited, I think 
that the appearance and natural pronunciation of the applicant’s word 
sufficiently differentiates it as to be not reasonably likely to cause con- 
fusion. 

It would seem natural that almost anyone able to read would pronounce 
“Nac” as “nack” and applicant’s mark “NaCene,” whether the long mark 


“99 


over the “a” were understood or not, as “nayseen.’’ 


Non-Descriptive Term 


Mackuin, F. A. C.: Held that Pinaud Incorporated is entitled 
to register, under the ten-year proviso of the Trade-Mark Act of 
1905, the word “Végétal” as a trade-mark for perfumery extracts. 

In his decision the First Assistant Commissioner noted that the 
registration had been refused because the Examiner was of the 
opinion that the “‘alleged mark is merely the name of the goods” 
and that in the opinion of the Examiner the allegation of ten years 


3 Green Cross Pharmaceutical Products, Inc. v. Theodor H. Temmler 
and Tucker Pharmacal Company (Theodor H. Temmler, Assignee, Substi- 
tuted), Cane. No. 3,036, 159 M. D. 1,051, December 28, 1937. 

* Dermalab, Inc. v. Herman Gumbin, Opp’n No. 15,441, 159 M. D. 1,058, 
December 29, 1937. 
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exclusive use was negatived by the fact that the term appears in the 
Century Dictionary of 19038, the definition given being, among others, 


“<6 


.... having the characteristic or nature of a vegetable,” and then, 
after noting applicant’s argument as to the applicability of the ten- 
year proviso, he said: 


First, it may be noted that the application seems to be filed in proper 
form, and under oath it is stated that the applicant and its predecessors, 
naming them, have continuously used the trade-mark “Vegetal” since the 
year 1857, and that such use of said trade-mark was in commerce among 
several states of the United States and between the United States and 


foreign nations ... . ete. 
x * * 


The fact that the word “Vegetal” was defined as above quoted in the 
Century Dictionary of 1903 and is now similarly defined in later dictionaries 
is not in my opinion tantamount to finding that the applicant’s use for 
more than ten years prior to 1905 was not exclusive use, when such dic- 
tionary definition does not refer to toilet water and where, as seems to be 
the case here, the trade-mark use of the applicant is specifically for toilet 
water having the characteristics or nature of a vegetable extract. 


He also said: 


Further, that “vegetal” has since been used by others, if this should be 
true, may indicate that at present there is not an entirely exclusive trade- 
mark use by the applicant, but I think that this is a matter with which the 
Patent Office cannot be concerned to the extent of refusing the registration 
sought.® . 


5 Ex parte Pinaud Incorporated, Ser. No. 365,477, 159 M. D. 1,054, 
December 28, 1937. 
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